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Advisory Action 

Applicants' amendment after final rejection filed 7/12/2010 is acknowledged. 
The rejection of claim 16 and 17 under 35 U.S.C. 112 second paragraph is hereby 
withdrawn per Applicants' remarks/claim cancellation. 

1 . The rejection of claims 1-18 under 35 U.S.C. 103(a) over McNamee et al. (GB 
2,291 ,578; hereinafter R1 ) in view of Croker et al. (US 5,71 1 ,791 ; hereinafter R3) is 
hereby withdrawn per Applicants' persuasive remarks. 

2. The rejection of claims 1-18 under 35 U.S.C 103(a) over McNamee et al. (GB 
2,291 ,578; hereinafter R1 ) in view of Pasternak (US 4,670,271 ; hereinafter R2) is 
maintained. 

3. Applicants' amendment after final rejection is entered for appeal purposes. 



Response to Arguments 

Applicants' arguments regarding the rejection of claims 1-18 over R1 in view of R2 are 
not persuasive for the following reasons. 

1 . Applicants argue that McNamee (R1 ) fails to disclose ink components recited in 
the presently claimed invention. 

a. The rejection of claims 1-18 is an obviousness type rejection involving two 
references, therefore the references are not to be attacked individually. Application of a 
marking material/ink to the surface of a dough before baking and the subsequent stage 
of baking the product is clearly disclosed by R1. The edible ink concept and the 
compositions comprising compounds as presently claimed is taught by R2. 
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In response to applicant's arguments against the references individually, one cannot 
show nonobviousness by attacking references individually where the rejections are 
based on combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 
(CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

2. Applicants argue that Pastermak (R2) discloses the sucrose content at 1 -5% and 
the food coloring content is less than 1%. 

a. R2 discloses that 1 -50% of the sugars can be a combination of sucrose and 
other sugars including glucose and corn syrup, (col. 16, lines 30-31 . This is the general 
disclosure by R2. The sucrose level of 1-5% as argued by Applicants is a preferred 
level. When sugars are taught to be 1-50%, by R2, levels of sucrose as presently 
claimed would be obvious. 

The coloring matter disclosed by R2 is also at 2-80% of the ink. (col. 16, lines 36-38). 
Applicants should consider all the teachings of a reference not only a preferred 
teaching. 

3. Applicants argue that the ink of Pastermak is not used in a product that is 
subsequently baked. 

a. The baking process of a dough to which an ink has been applied is disclosed by 
R1 . R2, as a secondary teaching reference does not have to teach all the limitations of 
the claimed invention. 

However, note that while R2 does not disclose aN the features of the present claimed 
invention, R2 is used as teaching reference, and therefore, it is not necessary for this 
secondary reference to contain all the features of the presently claimed invention, In re 
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Nievelt, 482 F.2d 965, 179 USPQ 224, 226 (CCPA 1973), In re Keller 624 F.2d 413, 
208 USPQ 871, 881 (CCPA 1981). Rather this reference teaches a certain concept, and 
in combination with the primary reference, discloses the presently claimed invention. 

4. Applicants argue that the ink composition taught by combining these tow 
references still falls outside the claimed invention. 

a. Applicants are referred to the teachings of R2 for the category of compounds and 
the ranges of such compounds for making edible inks. Compounds and their ranges as 
taught by R2 overlap with compounds and their ranges as presently claimed. The edible 
ink composition is therefore obvious in view of R2. 

5. Applicants' arguments regarding rejection of claims 1-18 over R1 in view of R3 
are moot due to the withdrawal of that rejection per Applicants' persuasive arguments. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to HAMID R. BADR whose telephone number is (571)270- 
3455. The examiner can normally be reached on M-F, 8:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Keith Hendricks can be reached on (571) 272-1401. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Hamid R Badr 
Examiner 
Art Unit 1781 



/Keith D. Hendricks/ 

Supervisory Patent Examiner, Art Unit 1781 



